REMARKS 

The Examiner is thanked for the clarity and conciseness of the Office Action, and for 
the citation of references, which have been studied with interest and care. 

This Response is in response to the Office Action mailed December 13, 2002. In the 
Office Action, claims 2-6, 9-13, and 17-57 stand rejected. AppUcant has canceled claim 2, 
without prejudice. Applicant has amended independent claims 3, 9, and 17 to clarify the 
claims. Accordingly, claims 3-6, 9-13, and 17-57 remain pending in the application. 
Reconsideration in light of the remarks made herein is respectfully requested. 

L CLAIM OBJECTIONS 

Claim 2 was objected to by the Office Action as being of improper dependent form 
for failing to further limit the subject matter of the previous claim. Applicant has canceled 
claim to without prejudice, such that this objection is now moot. 

11. REJECTION UNDER 35 U.S.C, S 112 

The Office Action rejected claims 2-6, 9-13, and 17-57 under 35 U.S.C. § 1 12, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim 
the subject matter which Applicant regards as the invention. 

Applicant has amended independent claims 3, 9, and 17, in order to overcome the 
Office Action's concem with the term "significant." Accordingly, Applicant respectfully 
requests that this groxmd for rejection be removed. 
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III. REJECTION UNDER 35 U.S.C, § 103 

The Office Action rejected claims 2-6, 9-13, and 17-57 under 35 U.S.C. § 103(a) as 
being unpatentable over O'Toole, Jr. et al. (US Patent No. 6,279,1 12 Bl) in view of Davis et 
al. (US Patent No. 5,796,952). 

Applicant respectfully traverses the Office Action's § 103(a) rejection in its entirety. 

A prima facie obviousness rejection requires that three basic criteria be met. First, 
there must be some teaching, suggestion, or motivation, either in the references themselves, 
or in the knowledge generally available to one skilled in the art, to modify the reference or to 
combine the references. Second, there must be some reasonable expectation of success. 
Finally, the prior art reference, or references when combined, must teach all of the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
expectation of success must both be found in the prior art, and not based on the Applicant's 
disclosure. MPEP § 2142; hi re Vaeck . 947 F. 2d. 488 (Fed. Cir. 1991). 

Applicant's independent claims 3, 9, and 17 have been amended such that they now 
all generally recite: a user rule page containing information obtained automatically from the 
target computer by a first agent. . . a rulebook to provide a rule based on the user rule page... 
the rule controlling the content to be transmitted from a database to the target computer... 
along with other limitations. 

hi the previous Office Action, the previous independent claims 3, 9, and 17 were 
rejected as being obvious over O'Toole. Applicant respectftiUy submits that O'Toole does 
not teach, suggest, or render obvious the claim limitations of amended independent claims 3, 
9, and 17; and in fact, Applicant respectftiUy submits that O'Toole teaches away from 
Applicant's amended independent claims. 
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On page 4, paragraph 7, of the Office Action, the Office Action states that: a user rule 
page containing information obtained from the target computer by a first agent, in which the 
first agent has a triggering program to filter information and to determine whether the 
information is significant, wherein the smart digital offer object fiinctions as the claimed 
"first agent", is taught by OToole, along with various other elements of the claims (citing 
O'Toole column 7, line 24 through column 8, line 4). 

Applicant respectfully submits that the Office Action has misconstrued the teachings 
of O'Toole, because, in fact, O'Toole does not teach, suggest, or render obvious Applicant's 
claim limitations related to a user rule page containing information obtained automatically 
from the target computer by a first agent; and, in fact, teaches away from these claim 
limitations. 

As stated in the section of the O'Toole patent cited by the Office Action, O'Toole 
teaches: 

The client computer fetches a document of web-based information from the 
offer-providing server that contains a smart digital offer object (step 
118).. .The client computer activates the smart digital offer object (step 
120), and the smart digital offer object attempts to observe the parameters 
of the execution environment at the client machine, including the presence 
of coupons, and possibly other information such as a purchasing Wstory 
recorded on the client computer. . ..If the smart digital offer object attempts 
to observe the purchasing history or certain other user-specific information, 
the client computer asks the user whether the user wishes to reveal the 
information (step 122). The user indicates whether release of the 
information is authorized (step 124), and the smart digital offer object then 
examines the coupon (including the coupon's authenticator), digital receipts 
(including authenticators) and other user-specific information authorized to 
be revealed by the user , and presents to the user an offer of a product or 
service (step 126). . .When the user accepts the offer (step 128) the cUent 
computer sends a message to the offer-providing server indicating that the 
user has accepted the offer, or sends the message to an intermediary server 
that is trusted by the client computer to maintain the confidentiality of user- 
specific information and is trusted by the offer-providing server to verify 
the terms on which the offer was accepted (step 130). . .The offer-providing 
server then ftilfills the offer by causing the offered product or service to be 
provided to the user (step 134). (O'Toole, column 7, line 24 through 
column 8, line 21). 
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Thus, O'Toole does not teach an "agent", as in AppHcant's claimed 
invention, wherein a user rule page contains information obtained automatically 
from the target computer by a first agent. Applicant's patent specification discloses 
an "agent," as typically used in communication network applications, wherein the 
"agent" automatically gathers information from the target computer unbeknownst to 
the user and without the user *s authorization, O'Toole teaches the exact opposite. 

hi O'Toole the user is asked whether the user wishes to reveal user 
information, and only after specific authorization from the user, can the user 
information be gathered and transmitted to a server. Therefore, O'Toole teaches 
away from Applicant's claimed invention. As stated in the MPEP, "[i]t is improper 
to combine references where the references teach away from their combination." 
MPEP § 2145 (emphasis added). Accordingly, O'Toole cannot be used as a 
reference for obviousness and independent claims 3, 9, and 17 should be allowable. 

Applicant respectfiiUy requests that the rejections of independent claims 3, 9, 
and 17 be withdrawn, and that these independent claims be allowed. Further, 
Applicant respectfully submits that the dependent claims are allowable because they 
are dependent upon allowable base claims, respectively. 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 



1 3. (Seven Times Amended) A system comprising: 

2 a target computer to receive a content; and 

3 a content provider coupled to the target computer via a network to transmit the 

4 content, the content provider comprising: 

5 a user rule page containing information automatically obtained from the target 

6 * computer by a first agent, the first agent having a trigger program to filter information 

7 and to determine whether the information is [significant] relevant to the user rule 

8 page : and 

9 a rulebook to provide a rule based on the user rule page, the rule controlling 

10 the content to be transmitted from a database to the target computer, the rule stored in 

1 1 form of a condition-action pair, a condition in the condition-action pair being a 

12 hardware characteristic of the target computer. 

1 9. (Six Times Amended) A method comprising: 

2 obtaining information automatically from a target computer by a first agent, the 

3 information being stored in a user rule page, the first agent having a triggering program to 

4 filter information and to determine whether the information is [significant] relevant to the 

5 user rule page ; 

6 providing a rule based on the rule page by a rule book, the rule controlling a content 

7 from a database; 

8 transmitting through a network the content from the database to the target computer; 

9 and 

1 0 storing the rule in form of a condition-action pair, a condition in the condition-action 

1 1 pair being a hardware characteristic of the target computer. 

1 17. (Five Times Amended) A system comprising: 
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2 a content provider transmitting a content via a network to a target computer, the 

3 content provider comprising: 

4 a user rule page containing information being obtained automatically from the 

5 target computer by a first agent, the first agent having a triggering program to filer 

6 information and to determine whether the information is [significant] relevant to the 

7 user rule paRe : and 

8 a rulebook to provide a rule based on the user rule page, the rule controlling a 

9 content transmitted from a database to the target computer, the rule being stored in 

10 form of a condition-action pair, a condition in the condition-action pair being a 

1 1 hardware characteristic of the target computer. 
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CONCLUSION 

In view of the remarks made above, it is respectfully submitted that pending claims 3- 
6, 9-13, and 17-57 define the subject invention over the prior art of record. Thus, AppHcant 
respectfully submits that all the pending claims are in condition for allowance, and such 
action is earnestly solicited at the earliest possible date. The Examiner is respectfully 
requested to contact the undersigned by telephone if it is believed that such contact would 
further the examination of the present application. To the extent necessary, a petition for an 
extension of time under 37 C.F.R. is hereby made. Please charge any shortage in fees in 
connection with the filing of this paper, including extension of time fees, to Deposit Account 
02-2666 and please credit any excess fees to such account. 



Dated: January 27. 2003 



Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 




ERIC T. I^NG 
Reg. No. 44,188 



12400 Wilshire Boulevard, Seventh Floor 
Los Angeles, California 90025 
(714) 557-3800 



CERTIFICATE OF MAILING 

I hereby certify that this correspondence is being deposited 
with the United States Postal Service as first class mail in 
an envelope addressed to: Assistant Commissioner for 
Patents, Washington, D.C 20231 on: January 27. 2003 . 

^■^nsmMcFarlane Date 
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